
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Olllce 
Address: COMMISSIONER FOR PATENTS 
P.O. Box I4S0 

Alexandria. Virginia 223 13-1450 
www.uspto.gov 



APPLICATION NO. | 


FILING DATE | 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. | 


CONFIRMATION NO. | 


10/791,998 


03/02/2004 


Joseph S. Ng 


024.0066 (04-0143) 


4304 



29906 7590 04/05/2007 

ingrassia fisher & lorenz, p.c. 
7150 e. camelback, ste. 325 

SCOTTSDALE, AZ 85251 



EXAMINER 



PLUCINSKI, JAMISUE A 



ART UNIT 



PAPER NUMBER 



3629 



SHORTENED STATUTORY PERIOD OF RESPONSE 



MAIL DATE 



DELIVERY MODE 



3 MONTHS 04/05/2007 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailing date of this communication. 



PTOL-90A (Rev. 10/06) 



OfficG Action Summan/ 


Application No. 

10/791,998 


Applicant(s) 
NG ET AL. 


Examiner 

Jamisue A. Plucinski 


Art Unit 
3629 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)S This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) IEI Claim(s) 1-25 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1-25 is/are rejected. 
?)□ Claim(s) is/are objected to, 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)\3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing{s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)D Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach me nt(s) 

1) ^ Notice of References Cited (PTO-892) 

2) Q Notice of Draflsperson's Patent Drawing Review (PTO-948) 

3) IS Information Disclosure Statement(s) (PTO/SB/08) 

Paper No(s)/Mail Date 20051024 . 



4) □ Inten/iew Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) n Notice of Infonnal Patent Application 

6) □ Other: 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper No./Mail Date 20070402 



Application/Control Number: 10/791,998 Page 2 

Art Unit: 3629 

DETAILED ACTION 
Claim Rejections - 35 (JSC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 7, 8 and 23-25 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it pertains, 
or with which it is most nearly connected, to make and/or use the invention. The applicant has 
claimed assigning a "numerical threat value" to the container, however does describe how this 
numerical value is obtained. The specification briefly mentions the. value, based on where the 
container travels etc. . . however gives neither guidance nor any sort of formula for obtaining the 
threat value. One of ordinary skill in the art would not be able to make or use this invention, due 
to the fact that they would not know what factors would be used to determine the numerical 
value of the threat nor any factors associated therewith. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude w^ith one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 1- 25 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 
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5. With respect to Claims 1,13 and 15: the phrase "thereby identify any security related 
issued arising" is indefinite. It is unclear to the examiner how a security related issue can be 
identified when the only type of information collected is the contents of the container. 

6. With respect to Claim 25: the phrase "the server is operable to notify the enterprise 
system in the event of an enterprise action" is indefinite. It is unclear to the examiner if the 
server notifies the system when the system performs an action, if the system is performing an 
action, wouldn't the system already know this, so why does the server need to notify the 
enterprise system of this? 

Claim Rejections - 35 USC § 101 

7. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 7, 8 and 23-25 rejected under 35 U.S.C. 101 because the claims are directed to 
subjective results, which are not concrete and not repeatable. 

An invention, which is eligible for patenting under 35 U.S.C. ^ 1 01 , is in the "usefiil arts" 
when it is a machine, manufacture, process or composition of matter, which produces a concrete, 
tangible, and useful result. The fundamental test for patent eligibility is thus to determine 
whether the claimed invention produces a "useful, concrete and tangible result." The test for 
practical application as applied by the examiner involves the determination of the following 
factors: 

(a) "Useful" - The Supreme Court in Diamond v. Diehr requires that the examiner 
look at the claimed invention as a whole and compare any asserted utility with the 
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claimed invention to determine whether the asserted utility is accomplished. 
Applying utility case law the examiner will note that: 

i. the utility need not be expressly recited in the claims, rather it may be 
inferred. 

ii. If the utility is not asserted in the written description, then it must 
be well established. 

(b) "Tangible" - Applying In re Warmerdan, 33 F.3d 1354, 31 USPQ2d 1754 (Fed. 
Cir. 1994), the examiner will determine whether there is simply a mathematical 
construct claimed, such as a disembodied data structure and method of making it. 
If so, the claim involves no more than a manipulation of an abstract idea and 
therefore, is nonstatutory under 35 U.S.C. § 101. In Warmerdam the abstract idea 
of a data structure became capable of producing a useful result when it was fixed 
in a tangible medium, which enabled its functionality to be realized. 

(c) "Concrete" - Another consideration is whether the invention produces a 
"concrete" result. Usually, this question arises when a result cannot be assured. 
An appropriate rejection under 35 U.S.C. f 101 should be accompanied by a lack 
of enablement rejection, because the invention cannot operate as intended without 
undue experimentation. 

Claims 7, 8 and 23-25 are rejected under 35 U.S.C. 101 because the claimed invention 
lacks tangible and concreteness. Specifically: 
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In Claims 7, 8, and 23-25, the ambiguities cited would make it impossible for the process 
to be repeatable or "concrete." In other words, different users would come up with 
different responses. 

As per Claims 7, 8, and 23-25, it appears that the method/medium is attempting to issue 
a numerical value to a threat. As disclosed above, the specification is silent as to how 
the value is determined, therefore leading one to believe that the value is merely 
assigned. And without any guidance on how to obtain the value, it is subjective to the 
users opinion of what the value should be. Therefore one person would not get the 
same resuhs as another person, because there is no guidance as to how to determine 
the value, and therefore the results are not-repeatable and would to be an attempt to 
patent an abstract idea not a "concrete" process. 

Claim Rejections - 35 USC §103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
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invention was made in order for the examiner to consider the applicability of 35 U.S. C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

10. Claims 15, 15, 18-22 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Webb, Sr. (US 2004/0257225). 

1 1 . With respect to Claim 15: Webb discloses the use of a system operating in a digital 
network for monitoring the security of a cargo container during shipment from an origination 
point to a destination (see abstract), wherein the cargo container comprises a container security 
unit (CSU) (See Paragraph 0047 and reference numerals 160 and 200, Webb discloses the 
container having an RFID tag, therefore has an identification, paragraph 0051) the system 
comprising: 

a. . a plurality of container processing systems (See Figures 2 and 4), each having a 
report generator and an interface to the digital network (Paragraph 0057), wherein the 
report generator is operable to compile a manifest of contents placed in the cargo 
container along with the container identifier (Paragraph 0076); 

b. a plurality of container status systems (See Figures 2 and 4), each having an 
interface to the digital network and a wireless interface configured to communicate with 
the CSU to thereby obtain the container identifier and the container status during 
shipment of the cargo container (See Paragraphs 0056, 0076, 0077 and 0097); and 

c. a central server (GOMAC, Reference numeral 50 with corresponding detailed 
description) configured to communicate with the plurality of container processing 
systems and the plurality of container status systems via the digital network to monitor 
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the cargo container from the origination point to the destination and to identify any 
security issues arising during shipment of the cargo container (See Figure 1). 

12. Webb discloses the use of a network, with the transmission of wireless data, however 
fails to specifically disclose what kind of network it is. At the time the invention was made, it 
would have been an obvious matter of design choice to a person of ordinary skill in the art to 
have the network be a digital network because Applicant has not disclosed that having a digital 
network provides an advantage, is used for a particular purpose or solves a stated problem. One 
of ordinary skill in the art, furthermore, would have expected Applicant's invention to perform 
equally well with the network being either analog or digital because they both transfer data 
wirelessly from one unit to another, and can be encrypted for security, and the use of digital 
networks is old and well known in the at as a common network. Therefore, it would have been 
an obvious matter of design choice to modify Webb to obtain the invention as specified in claim 
15. 

13. With respect to Claim 16: Webb discloses each of the container status systems further 
comprise a hazard detect system configured to detect hazardous materials located in the cargo 
container (Reference numerals 282 and 284 with corresponding detailed description). 

14. With respect to Claim 18: Webb discloses each of the container processing systems 
comprise a wireless reader configured to obtain information about the contents of the cargo 
container (Paragraph 0051). 

15. With respect to Claim 19: Webb discloses the wireless reader is an RFID reader. 
(Paragraph 0051). 
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16. With respect to Claims 20, 21 and 22: Webb discloses at least one of the plurality of 
container processing systems comprises a video configured to obtain images the contents of the 
cargo container (Paragraph 0085, and reference numeral 220 with detailed description). 

1 7. With respect to Claim 25 : See Webb Paragraph 0098. 

18. Claims 23 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over Webb 
as applied to claim 15 above, and further in view of Easley et al. (7,098,784). 

19. With respect to Claims 23 and 24: Webb discloses the use of providing security status 
and identifies threats which trigger alarms (See Reference numerals 930, 940 and 942), however 
fails to disclose assigning a numerical value to the threat and the alarm is triggered when the 
numerical value exceeds a predetermined threshold. Easley discloses the use of threat detectors 
and sensors for monitoring shipping containers where when one of the sensors values reach a 
threshold, the alarm will be triggered. It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to modify Webb, to include the threshold limits of the 
threats and the alarm being triggered in order to allow action to be taken in the event of a threat 
and to allow for troubleshooting f the containers of the handling system (See Easley, Columns 3, 
4 and 7). 

20. Claims 1-6, 9, 11-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Webb, Sr. (US 2004/0257225) in view of Glass (4,340,8 1 0). 

21. With respect to Claims 1 and 13: Webb discloses a method and system for maintaining 
the security of a cargo container during shipment from an origination point to a destination, 



Application/Control Number: 1 0/791 ,998 Page 9 

Art Unit: 3629 

wherein the cargo container comprises a container security unit (CSU) having a container 
identifier (See Paragraph 0047 and reference numerals 160 and 200, Webb discloses the 
container having an RFID tag, therefore has an identification, paragraph 0051), the method 
comprising the steps of and means for: 

d. receiving an electronic manifest for the cargo container (Paragraph 0076), 
wherein the electronic manifest comprises an electronic listing of shipped contents placed 
in the cargo container at the origination point along with the container identifier; 

e. receiving an update from the CSU during the shipment of the cargo container 
(Paragraphs 0077 and 0081), wherein the update comprises the container identifier, a first 
location of the container, and a status of the container; and 

f processing the electronic manifest, the update and the arrival report to thereby 
identify any security issues arising during, shipment of the cargo container (Paragraph 
0083). 

22. Webb however fails to disclose receiving an arrival report for the cargo container, 
wherein the arrival report comprises an electronic listing of contents of the cargo container 
received at the destination. Glass discloses when a container arrives to check the container and 
send a report of discrepancies, which the examiner considers to be an arrival report (see Column 
5, lines 1-17). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Webb, to include checking items at the destination, as disclosed 
by Glass, in order to increase the efficiency of a merchandise distribution control system (See 
Glass, Columns 1 and 2). 

23. With respect to Claims 2 and 3: See Webb, Reference numeral 220 and Paragraph 0085. 
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. 24. With respect to Claim 5: Webb discloses receiving status throughout the shipping process 
(see abstract and Paragraphs 0056, 0097). 

25. With respect to Claim 6: Glass discloses the processing step comprises comparing the 
listing of shipped components with the listing of received components (Column 5, lines 1-17). 

26. With respect to Claims 9 and 14: Webb discloses a step of providing a status of the cargo 
container to an interested party (see Webb, Paragraph 0098). 

27. With respect to Claim 1 1 : See Webb, Paragraphs 0075 and 0076. 

28. With respect to Claim 1 2: See Webb Paragraph 0098. 

29. With respect to Claim 4: Webb discloses the use of a network, with the transmission of 
wireless data, however fails to specifically disclose what kind of network it is. At the time the 
invention was made, it would have been an obvious matter of design choice to . a person of 
ordinary skill in the art to have the network be a digital network because Applicant has not 
disclosed that having a digital network provides an advantage, is used for a particular purpose or 
solves a stated problem. One of ordinary skill in the art, furthermore, would have expected 
Applicant's invention to perform equally well with the network being either analog or digital 
because they both transfer data wirelessly from one unit to another, and can be encrypted for 
security, and the use of digital networks is old and well known in the at as a common network. 
Therefore, it would have been an obvious matter of design choice to modify Webb to obtain the 
invention as specified in claim 4. 

30. With respect to Claim 17: Webb fails to discloses the central server is further configured 
to obtain a first manifest from one of the plurality of container processing systems located at the 
origination point and to compare the first manifest with a second manifest obtained a second one 
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of the plurality of container processing systems located at the destination. Glass discloses when 
a container arrives to check the container and send a report of discrepancies, which the examiner 
considers to be an arrival report (see Column 5, lines 1-17). It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to modify Webb, to include 
checking items at the destination, as disclosed by Glass, in order to increase the efficiency of a 
merchandise distribution control system (See Glass, Columns 1 and 2). 

31 . Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Webb and 
Glass as applied to claim 1 above, and further in view of Easley et al. (7,098,784). 

32. With respect to Claims 7 and 8: Webb discloses the use of providing security status and 
identifies threats which trigger alarms (See Reference numerals 930, 940 and 942), however fails 
to disclose assigning a nimierical value to the threat and the alarm is triggered when the 
numerical value exceeds a predetermined threshold. Easy discloses the use of threat detectors 
and sensors for monitoring shipping containers where when one of the sensors values reach a 
threshold, the alarm will be triggered. It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to modify Webb, to include the threshold limits of the 
threats and the alarm being triggered in order to allow action to be taken in the event of a threat 
and to allow for troubleshooting f the containers of the handling system (See Easley, Columns 3, 
4 and 7). 

33. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Webb'225 and 
Glass as appUed to claim 1 above, and further in view of Webb, Sr. (US 2007/00081 14). 
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34. With respect to Claim 10: Webb '225 discloses the use of providing status to third parties 
(Paragraph 0098) however fails to disclose billing the interested party for providing the 
information. Webb '114 discloses the use of a shipping system which monitors containers and 
provides the information to a third party and bills for the use of this information (Reference 
numeral 460 with corresponding detailed description, and Paragraphs 0019, 0049 and 0050. It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made, to modify Webb '225 with Webb ' 1 14 in order to provide users with access to security 
data status in the form of reports and to generate revenue from the service in order to operate a 
business which allows the system to run (See Webb '114, Pages 2 and 4). 

Conclusion 

35. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Ulrich (6,973,385) disclose the use of a security and monitoring system for shipping 
containers, Bohinc (US 2007/0023714) discloses the use of cargo receptacles with RFID tags and 
radiation sensors, Garfinkle et al. (US 2003/0074334) discloses the use of a sealed freight 
enclosure, Jorgenson (US 2003/0028388) discloses a method of managing shipments and 
comparing discrepancies of shipped and received items. Peel et al. (US 2004/0174259) discloses 
the use of a container tracking system with security monitoring, Hewitt et al. (US 2003/01 17268) 
discloses the use of a shipment monitoring system sing RFID tags and Peoples (Us 
2003/0201394) discloses the use of a video monitoring shipment system. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jamisue A. Plucinski whose telephone number is (571) 272-681 1. 
The examiner can normally be reached on M-Th (5:30 - 4:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (571) 272-6812. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Jatnisue Plucinski 
Patent Examiner 
Art Unit 3629 



